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DETAILED ACTION 



Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming 
the subject matter which the applicant regards as his invention. 

2. Claims 5, 9 and 22 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 5 recites the limitation "the target" in line 3. There is insufficient antecedent 
basis for this limitation in the claim. 

Claims 9 and 22 recite the limitation "the total frame area" in lines 2-3. There is 
insufficient antecedent basis for this limitation in the claim. 

Further, "... frame area " is not closely disclosed in the Specification. 

3. Claims 27-30 are rejected under 35 U.S.C. 112, second paragraph, because a 
single claim which claims both an apparatus and the method steps of using the apparatus. 

Claims 27-30 recite a method (including the step of providing the system of claim 1 ) 
while claim 1 recites as a system apparatus. In Ex parte Lyell, 17 USPQ2d 1548 (Bd. Pat 
App. & Inter. 1990). See MPEP 2173.05(p). Section II. 



Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions 
and requirements of this title. 

5. Claims 27-30 are also rejected under 35 U.S.C. 101, because a single claim is 
directed to neither a "process" nor a "machine", but rather embraces or overlaps two 
different statutory classes on invention. See MPEP 2173.05(p). Section II. 



Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such treaty in the 
English language. 

7. Claims 1, 11, 12, 15, 24, 25, and 27-30 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Dishman et al. (Hereinafter "Dishman") (U.S. Pat. No. 6,271,953 B1). 

As claims 1 , 1 1 , 1 2, 1 5, 24 and 25, Dishman discloses system for tracking and 
regulating an optical beam, comprising: 

a) at least one beam steering device (solid-state optical beam regulator) (element 
72, fig. 1B) (col. 8, lines 3-4); 

b) an optical sensing device (element 73); 

c) a controller (130) for calculating control signals using beam information from the 
optical sensing device (col. 4, lines 41-46, lines 51-55 and col. 8, lines 6-10). 
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As claims 27-30, Dishman discloses a system and method of optically 
communicating in free space for metropolitant access to optical fiber networks, comprising: 

N providing the system of claim 1 , as described above. 

B/ operating system to track and regulate at least one optical beam to provide 
duplex optical communications between long distance terminals such as ground stations 
and satellites, and also for moving targets as well. (col. 1, lines 6-10, and lines 50-55). 

8. Claims 1,2,3,5,6,9,11,12,15,16,17, 24 and 25 are rejected under 35 
U.S.C. 102(e) as being anticipated by Pribil et al. (Hereinafter "Pribil") (U.S. Pat. No. 
6,570,695 B1). 

As claims 1 , 1 1 , 1 2, 1 5, 24 and 25, Pribil discloses system for tracking and 
regulating an optical beam over a range of frequencies greater than 1kHz, comprising: 

a) at least one fiber-nutator (solid-state optical beam regulator) (element 5, fig. 1) 
(col. 2, lines 24-26 and lines 46-49); 

b) an optical sensing device (element 10 and/or 11) (col. 2, lines 30-31); 

c) a computer (18 and 14) for calculating control signals using beam information 
from the optical sensing device (col. 2, lines 39-41 and lines 56-60). 

As claims 2, 3, 16 and 17, the fiber-nutator (beam regulator) of Pribil is a 
piezoelectrical device. In turn, this device is a stress-optic refractor (col. 2, lines 31-33 and 
col. 3, lines 41-51). 
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As claim 5, Pribil (fig. 1) shows a portion of the transmitted beam reflected from the 
reflected unit (5) for tracking and regulating the transmit beam (Abstract). 

As claims 6 and 19, the fiber-nutator (5) (beam regulator) of Pribil acts to focus the 
beam or return the beam to a collimated state (col. 5, lines 45-47) 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 

10. Claims 4, 10, 13, 14, 18, 23 and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pribil (U.S. Pat. No. 6,570,695 B1) as applied to claims 1 and 15 above, 
and further in view of Dishman et al. (Hereinafter "Dishman") (U.S. Pat. No. 6,271 ,953 B1). 

As claims 4, 10, 13, 14, 18, 23 and 26, Pribil fails to shows beam regulator be 
capable to two-dimensional steering and at micro-radian accuracy (as cited in claims 10, 
13, 14, 23 and 26). However, Dishman show beam steering device (52, Dishman, fig. 2) 
for performing two-dimension steering (Dishman, col. 7, lines 10-18). Therefore, it would 
have been obvious to one having ordinary skill in the art to use beam steering device as 
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taught by Dishman into the optical system of Pribil in order to regulate and/or adjust the 
optical beam. One would have motivated for doing this since this process allows efficiency 
steering for optical free space with adequate beam steering control. (Dishman, col. 2, lines 
38-42). Further, the combination of Pribil and Dishman discloses the claimed invention 
except for micro-radian accuracy. It would have been obvious since it has been held that 
where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re A11er, 105 USPQ 
233. 

11. Claims 7 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pribil (U.S. Pat. No. 6,570,695 B1) as applied to claims 1 and 15 above, and further in view 
of Colbourne (U.S. Pat. No. 6,353,692 B1). 

As claims 7 and 20, Pribil fails to shows the system including two refractors in 
series. However, Colbourne discloses two refractor arranged in series (Colbourne, fig. 5, 
col. 3, lines 63-67). Therefore, it would have been obvious to one having ordinary skill in 
the art to incorporate the arrangement of the two refractors as taught by Colbourne into the 
system of Pribil in order to receive optical beam. One would have motivated for doing this 
since this arrangement provides high tolerance to misalignment of light passing there 
through (Colbourne, col. 4, lines 17-25). 
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12. Claims 8, 9, 21 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pribil (U.S. Pat. No. 6,570,695 B1) as applied to claims 1 and 15 above, and further in 
view of Shelby (U.S. Pat. No. 5, 953,146 B1 ). 

As claims 8 and 21, Pribil does not clearly show the optical sensing device is a 
CMOS imagine device. However, Shelby discloses optical communication system with the 
use of CMOS image sensor (detailed in fig. 2b) for tracking optical beam (Shelby, col. 1 , 
lines 6-8 and col. 5, lines 54-61). Therefore, it would have been obvious to one having 
ordinary skill in the art to use CMOS image sensor as taught by Shelby into the system of 
Pribil in order to tracking an optical beam. One would have motivated for doing this since 
the use of a CMOS image sensor has at least two advantages in this context has at least 
two advantages: (1) pixels not impacted by the optical beam are eliminated from the 
subsequent summing step (see below); and (2) pixels which have been impacted by 
spurious electrical noise, (Shelby, col. 6, lines 20-26). 

As claims 9 and 22, Shelby discloses the optical device senses a region of interest 
that is less than total frame area, so as to perform at a faster frame rates (Shelby, col. 5, 
line 63 -col. 6, line 4). 

Conclusion 

1 3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Arnold et al. (U.S. Pat. No. 6,347,001 B1) is cited to show free-space laser 
communication system. 

Agranat et al. (U.S. Pat. No. 6,542,264 B1) is cited to show electro-holographic 
optical switch. 

Miere (U.S. Pat. No. 6,556,324 B1) is cited to show device for controlling the beam 
alignment in satellite laser communication systems. 

Willebrand (U.S. Pat. No. 6,239,888 B1) is cited to show terrestrial optical 
communication network fiber and free-space links which requires no electrical optical 
conversion between links. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chau M. Nguyen whose telephone number is 703-305- 
8965. The examiner can normally be reached on Mon-Fri from 8:00 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Chan can be reached on 703-305-4726. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 



3900. 



C.M.N. 




